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1 . The amendment of 1 1/26/07 has been entered. Claims 20-23 and 25-50 are pending. 

2. Claims 20-23, 25-34, and 38-48 are rejected under 35 U.S.C. 1 12, first paragraph, as 
failing to comply with the written description requirement. The claim(s) contains subject matter 
which was not described in the specification in such a way as to reasonably convey to one skilled 
in the relevant art that the inventor(s), at the time the application was filed, had possession of the 
claimed invention. 

A. The newly amended claims 20-23, 25-34, and 38-48 require "with the proviso that" 
when the compounds have at least one biuret bond and at least one aminoalkoxysilane unit, the 
amine functional group inserted in the at least one biuret is bonded to at least one 
aminoalkylsilane unit." There is not support in the originally filed specification for this 
language. It appears from the entirety of page 15, particularly the formula at line 10, that the 
aminoalkoxysilane unit's amino group forms the NRH unit of the biuret group. The amino group 
of the aminoalkoxysilane unit is therefore part of the biuret group. The amine functional group 
inserted in the at least one biuret is not bonded to at least one aminoalkylsilane unit, as claimed 
therefore. The new limitation is new matter because it is not supported in the originally filed 
specification. 

3. Claims 20-23 and 25-50 are rejected under 35 U.S.C. 1 12, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

A. The newly amended claims 20-23, 25-34, and 38-48 require "with the proviso that" when 
the compounds have at least one biuret bond and at least one aminoalkoxysilane unit, the amine 
functional group inserted in the at least one biuret is bonded to at least one aminoalkylsilane 
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unit." There is not antecedent basis for "the amine functional group inserted in the at least one 
biuret". It is therefore unclear what is intended by this limitation specifically such as it is unclear 
whether this references the diamino compound or some other amine compound that is not further 
specified in the claims and it is unclear where this additional amine functional group is inserted 
on the biuret. Is it an amine to be reacted with the NCO of the biuret compound or some other 
amine functional group? The scope of the claim is rendered unclear by the lack of antecedent 
basis. 

B. The preamble of claim 35 references biuret functional groups. The recited method does 
not require any biuret functional groups in the recited rcactants nor their formation. There is no 
process step recited that makes the argued biuret group. 

It is therefore unclear whether the claimed method requires the preamble limitation regarding 
biuret groups or is intended to have the full scope of the method claimed after the preamble, 
which does not require biuret groups. The applicant argues that the method requires the presence 
of a biuret group as defined in the specification. It is impermissible to read limitations from the 
specification into the claims. Given the Court's recognition that the applicant can be their own 
lexicographer, the lack of specific method steps or ingredients containing biuret, the claim 
language scope remains unclear for the above reasons. 

4. The following is a quotation of the appropriate paragraphs of 35 U.S. C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 
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5. Claims 35-37 and 49-50 are rejected under 35 U.S.C. 102(b) as being anticipated by 
JP 62-250021 AYamakado. 

Yamakado discloses reaction products of polybiurets of HDI with the instantly claimed 
amounts of aminoalkylalkoxysilanes which fall within the scope of the instant claims. See the 
formulae on pages 142 of the Japanese document and the description in the English abstract. 
Polymer reactions cannot give only the idealized formulae of page 142 of the Japanese document 
though this product is that of the instant method claims. The biurets appear to not contain the 
aminoalkoxysilane directly attached to the biuret group itself, which meets the limitations of 
claim 36. A mixture of molecules will form as is understood from the definitions of the 
polymer concepts such as average molecular weight, average functionality, and the physical 
factors that govern polymerizations including the statistics of such reactions. Thus the reaction 
mixture of the reference is expected to necessarily and inherently possess molecules meeting the 
limitations of the instant claims since such molecules having more than one silane functionality 
must necessarily form to some degree. The above discussed composition and method of making 
it reads on the limitations of the instant claims. 

The applicant's argument that the instant claims require reacting an isocyanate monomer with 
the aminosilane, not an oligomer is not persuasive. The trimer isocyanate of the reference falls 
within the scope of a monomer as "monomer" is used in this art. Oligomers may also be 
considered monomers by virtue of being "macromonomers" which fall within the broad class of 
"monomers". The claim language does not specifically exclude the trimers of the reference from 
the scope of isocyanate monomers. This argument is therefore not persuasive. The rejection is 
maintained for the above claims. 
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6. Claims 20-23, 25-34, and 38-48 would be allowable if rewritten or amended to 
overcome the rejection(s) under 35 U.S.C. 1 12, 1 st and 2nd paragraphs, set forth in this Office 
action. The prior art does not disclose these claimed inventions nor provide rationale to modify 
the prior art disclosures into these inventions. 

7. Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 .136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 

8. Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Patrick D. Niland whose telephone number is 571-272-1 121. The examiner 
can normally be reached on Monday to Thursday from 10 to 5. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David Wu, can be reached on 571-272-1 1 14. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



/Patrick D Niland/ 



Primary Examiner, 
Art Unit 1796 



